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DETAILED ACTION 

1 . This action is response to communication: application filed on 1 0/22/2003. 

2. Claims 1-35 are currently pending in this application. Claims 1, 6, 19, and 31 are 
independent claims. 

3. No IDS was received for this application. 

Claim Objections 

4. Claims 5, 10, and 30 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. As per these 
claims, the applicants recite that the video content is either digital or analog. This does 
not further limit the parent claim, as all video content is either in a digital or analog 
format. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-5, and 13-29 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As per claims 1-5, the claims recite including a personal identifier in the video 
content. The term "including a personal identifier" is unclear, as the metes and bounds 
of the term "including" are not clear, and is therefore indefinite. 

As per claim 13, the claim recites "for each of at least some." This phrase is 
unclear and indefinite. 

As per claims 14-18, the claims recite the term "proportional." The term 
"proportional" is a relative term and renders the claim indefinite. The metes and bounds 
of the claims are unclear. 

As per claims 19-29, the independent claim recites "wherein if the video content 
comprises parts." It is unclear what a "part" is. A video inherently contains "parts," as a 
video is made up of at least 2 frames. 

As per claims 28-29, claim 28 recites "the metadata." There is insufficient 
antecedent basis for this term. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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7. Claims 1-4 and 31-35 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

As per claims 1-4, the applicants claim a method of receiving a video and 
including an identifier. However, there is no tangible result from these claims, as the act 
of including an identifier is unclear and by itself does not result in a tangible result. 

As per claims 31-35, the applicants claim a computer readable media containing 
instructions are executable by a computer to receive an identifier and to associate the 
identifier. There is no tangible result of this claim, as associating identifiers and video 
content do not produce a result. Therefore, these claims are directed toward non- 
statutory subject matter. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1 , 5-10, 19, 24, and 30-35 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Patton et al. US Patent Application Publication 2003/0016842 
(hereinafter Patton). 
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As per claim 1 , Patton teaches a method comprising: receiving video content to 
be protected from redistribution (taught throughout the reference, such as in paragraphs 
30, 32, 36 41 ; Figure 7); and including a personal identifier in a video content 
(paragraph 31 ), wherein the personal identifier identifies a user of the video content 
(paragraph 31 ) and wherein the personal identifier is visible when the video content is 
displayed (paragraph 30 and Figures 6A and 6B). 

As per claim 5, Patton teaches wherein receiving video content includes 
receiving one of digital or analog video content (paragraph 30, wherein video content is 
taught, which inherently must be digital or analog). 

As per claim 6, Patton teaches a method, comprising: receiving video content in 
a client device (taught throughout the reference, such as in paragraphs 30, 32, 36 41 ; 
Figure 7); adding a personal identifier to the video content, wherein the personal 
identifier signifies personal identity information on an owner of the client device 
(paragraphs 30, 31 ). 

As per claim 7, Patton teaches including the personal identifier in the video 
content when the client device outputs the video content (Figure 6A and 6B). 

As per claim 8, Patton teaches wherein the client device outputs the video 
content by displaying the video content (Figures 6A and 6B). 

As per claim 9, Patton teaches wherein the client device is one of a television, a 
television set-top box, a personal computer, a personal digital assistant, a digital 
versatile disk player, or a personal video recorder (paragraph 52). 
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Claim 10 is rejected using the same basis of arguments used to reject claim 5 

above. 

As per independent claim 19, Pattont eaches a branding engine for video 
content, comprising: a brand generator to produce a brand, wherein a brand includes at 
least one piece of personal identity information about a user of the video content 
(paragraphs 31, 33); a branding decision engine, wherein if the video content comprises 
parts, then to decide which parts of the video content are to receive a brand 
(paragraphs 34, 59); and an overly generator to place the brand in the video content 
(paragraphs 33, 38). 

As per claim 24, Patton teaches further comprising a database of personal 
identity information about the user communicatively coupled with the branding decision 
engine (paragraph 58). 

Claim 30 is rejected using the same basis of arguments used to reject claim 5 

above. 

Independent claim 31 is rejected using the same basis of arguments used to 
reject claim 1 above and is clearly taught throughout Patton. Computer readable media 
containing instructions that are executable by a computer to perform such actions are 
inherent to the system taught in Patton, as Patton utilizes actions that are performed on 
a computer. 

Claim 32 is rejected using the same basis of arguments used to reject claim 8 
above. This is also shown in Patton Figures 6A and 6B. 
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As per claim 33, Patton teaches wherein the image of the personal identifier 
overlays the video content when the video content is displayed (Figures 6A and 6B). 

Claim 34 is rejected using the same basis of arugments used to reject claims 7, 
8, and 34. 

As per claim 35, Patton teaches adding the personal identifier as a video signal 
to the video content and outputting the video content and the personal identifier (taught 
throughout Patton, such as in paragraphs 30-36 and Figures 6A and 6B. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 2 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Patton as applied above, and in view of Yoshida US Patent No. 6,41 1 ,712 (hereinafter 
Yoshida). 



As per claim 2, Patton does not explicitly teach wherein the video content 
includes multiple programs. Multiple programs in a video content is well known in the 
art. Yoshida teaches the use of multiple programs in a video content throughout the 
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reference, such as in Figure 23 a-e. More information may be found in col. 31 lines 30- 
43. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to include multiple programs in a video content. One of ordinary skill in the art 
would have been motivated to perform such an addition to be able to supply multiple 
programs to.a user so that he may have a variety of programs to view. Also, by 
supplying multiple programs, programs may be free or some may be paid for, as taught 
in Yoshida col. 1 lines 36-49. 

Claim 1 1 is rejected using the same basis of arguments used to reject claim 2 

above. 

12. Claims 3, 4, 13-16, and 20-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patton and Yoshida as applied above, and further in view of Stone 
US Patent Application Publication 2002/0080964 (hereinafter Stone). 

As per claim 3, Patton teaches throughout the reference the addition of personal 
identifiers, and Yoshida teaches a way to distinguish between free and subscription 
video programs. Also, Patton teaches that the system can determine whether or not to 
embed a personal identifier in paragraph 59: The Patton combination does not explicitly 
teach the use of metadata. However, metadata, and a distinguishment between free 
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and bought metadata is by Stone throughout the reference, such as in paragraph 120- 
121. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to include metadata. One of ordinary skill in the art would have been motivated 
to perform such an addition to be able to include additional information to distinguish 
between programs, as it would provide clarity. 

As per claim 4, Stone teaches in paragraph 120 that the metadata is electronic 
program guide information. 

As per claim 1 3, Yoshida teaches throughout the reference of free and 
subscription programs. The free programs would have low levels of security (as they 
are not encrypted, as taught throughout the reference), and the subscription programs 
would have high security levels (as they are encrypted). Metadata is taught in Stone as 
shown in the rejection for claim 3 above, and as seen in paragraph 120, free and bought 
metadata can be distinguished. 

As per claim 14, as best understood by the Examiner, Patton teaches the amount 
of the personal identity information added to a program is proportional to the security 
level of the program (paragraph 59). 

As per claim 15, as best understood by the Examiner, Patton teaches wherein 
the displayed size of a personal identity information added to a program is proportional 
to the security level of the program (wherein if the value of n=0, the size would be zero). 

As per claim 16, as best understood by the Examiner, Patton teaches wherein 
the visibility of a location of the personal identity information within a displayed image of 
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the program is proportional to the security level of the program (paragraph 59, wherein if 
the value of "n M is 0, the visibility of a location would be zero, and if n is greater than 1 , 
the visibility of the location can be seen). 

As per claim 20, Stone teaches being able to read metadata about the video 
content, which would inherently require a metadata reader. Security information of 
whether to brand the video is taught throughout Patton and Yoshida, such as in Patton 
59. Yoshida teaches throughout the reference a system which can decide which 
program to encrypt or remain unencrypted (such as with subscription and free 
programs). 

As per claim 21, Yoshida teaches distinguishing between secure and non-secure 
programs, and Patton teaches a decision whether to brand the video or not, in 
paragraph 59. 

As per claim 22, Patton teaches wherein the security information includes a 
security level for a program within the video content (paragraph 59), wherein the 
security level determines characteristics of the brand to be added to the program 
(paragraph 59). Yoshida also teaches the security levels of the different programs 
(level of secure/encrypted and free/unencrypted). 

Claim 23 is rejected using the same basis of arguments used to reject claims 14- 

16. 
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13. 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patton, Yoshida, and Stone as applied above, and further in view of Schmelzer US 
Patent Application Publication 2003/0037010 (hereinafter Schmelzer). 

As per claim 17, the Patton combination teaches metadata, but does not 
explicitly teach wherein the metadata includes a record of the user's history of 
unauthorized redistribution of a video content. However, a record of the user's history 
of unauthorized redistribution of a video content is well known in the art, as taught 
throughout Shmelzer, such as in paragraph 74. 

At the time of the invention, it would have been obvious to combine the teachings 
of Schmeizer with the Patton combination. One of ordinary skill in the art would have 
been motivated to take into account a user's fraudulent history to be able to ensure that 
the valued content is safe by determining if further protective actions need to be 
performed on the valued content. 

As per claim 18, Schmelzer teaches taking further action when a related 
fraudulent history record of a user is detected in paragraph 74. The variance in display 
factors are rejected as shown in the rejections for claims 14-17 above. 



Application/Control Number: 1 0/691 ,053 Page 12 

Art Unit: 2134 

14. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Patton 
as applied above, and in view of Simpson et al. US Patent Application Publication 
2003/0165253 (hereinafter Simpson). 

As per claim 25, Patton and Simpson do not explicitly teach a store of identifiers 
associated with the database of personal identity information. However, a store of 
identifiers that are used for embedding is taught in Simpson throughout the reference, 
such as in paragraphs 16, 31, 32. 

At the time of the invention, it would have been obvious to include a store of 
identifiers that are associated with a user. One of ordinary skill in the art would have 
been motivated to perform such an addition to be able to associate images that are to 
be embedded easily. Simpson is also directed toward embedding visual watermarks to 
protect from distribution. 

15. Claims 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patton and Simpson as applied above, and further in view of Schmelzer US Patent 
Application Publication 2003/0037010 (hereinafter Schmelzer). 

As per claim 26, Patton and Simpson teach a database of personal identity 
information, but does not explicitly teach a record of the user's history of unauthorized 
redistribution. This is taught though in Schmelzer, such as in paragraph 74. 
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At the time of the invention, it would have been obvious to combine the teachings 
of Schmeizer with the Patton combination. One of ordinary skill in the art would have 
been motivated to take into account a user's fraudulent history to be able to ensure that 
the valued content is safe by determining if further protective actions need to be 
performed on the valued content. 

As per claim 27, Patton teaches making a branding decision (paragraph 59). 
Schmeizer teaches that actions can be determined based on the record of the user's 
history (paragraph 74). 

16. Claims 28-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patton, Simpson, and Schmeizer as applied above, and further in view of Stone US 
Patent Application Publication 2002/0080964 (hereinafter Stone). 

As per claim 28, Patton teaches making a branding decision (paragraph 59) 
based on security levels. However, the use of metadata is not taught. Metadata, such 
as free and bought metadata, is taught throughout Stone, such as in paragraphs 120- 
121. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to include metadata. One of ordinary skill in the art would have been motivated 
to perform such an addition to be able to include additional information to distinguish 
between programs, as it would provide clarity and more security for the programs that 
need to be secured.. 
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Claim 29 is rejected using the same basis of arguments used to reject claim 23 

above. 



1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason K. Gee whose telephone number is (571) 272- 
6431 . The examiner can normally be reached on M-F, 7:00 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Jason Gee 
Patent Examiner 
Technology Center 2134 
03/27/2007 
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